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Office Action Summary 



Application No. 

09/536,111 



Applicant(s) 

DARASCH ETAL 



Period for^r"""""* 0 ™^^ 

earned patent term adjustment. See 37 CFR 1 704(b) 9 tt " S communica «°". even if timely filed, may reduce !nv 

Status 

1 )□ Responsive to communication(s) filed on 

2a)D This action is FINAL. 2 b)S This action is non-final 

4) K Claim(s) 1^2 is/are pending in the application. 
4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E] Claim(s) ±22 is/are rejected. 

7) D Claim(s) is/are objected to. 

ApjSioTC — ~ "*'"* to reS " iC "° n and/ ° r eleC,i ° n rK ' Uirement 

9)D The specification is objected to by the Examiner. 
10O The drawing(s) filed on is/are: a) D accepted or b) D objected to by the Examiner. 



" — • — j — ™ me i_Acnuiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 85(a) 
I The prosed drawing correction filed on 1 1 January 200? is: a)D approved bft disapproved by tne Examiner 
If approved, corrected drawings are required in reply to this Office action 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § n 9 (aWd) or (f) 
a)D All b)Q Some * c)Q None of: ( } " 

1 •□ Certified copies of the priority documents have been received 
• , 2.Q Certified copies of the priority documents have been received in Application No 

See the attached detai.ed Office action for a list of thi cj?c*2 * received 

14) U Acknowledgment is made of a claim for domestic priority under 35 U S C s no/ow 
a) □ The translation of th*<w . ,iy unaer 35 u s c - § 1 19(e) (to a provisional application). 

15) n AcknowlP^l ? 90 ' an9Uage P rovisional application has been received 

18 3 C,a,m d ° meStiC Pri0rity Und6r 35 U S C - 1 ~ 121 . 

1 ) ISl Notice of References Cited (PTO-892) r— , 

2) g Notice of Draftsperson's Patent Drawing Review (PTO-948) 5 H ' nterview Summar V (PTO-413) Paper No(s). . 

3) ^ Information Disclosure Statement(s) (PTO-1449) Paper No(s) 8 e g 06 ° f ,nfo^Tla, Patent A PP'ication (PTO-152) 
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Part of Paper No. 10 



Application/Control Number: 09/536, 1 1 1 p age 2 

Art Unit: 1631 

DETAILED ACTION 

Claims 1-22 are pending in this application. 

Applicant's arguments filed 10/29/01 have been fully considered but they are not 
completely persuasive. Any rejection not reiterated below has been withdrawn. 



Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) do not apply to the examination of this application as the application being examined 
was not (1) filed on or after November 29, 2000, or (2) voluntarily published under 35 U.S.C. 
122(b). Therefore, this application is examined under 35 U.S.C. 102(e) prior to the amendment 
by the AIPA (pre-AIPA 35 U.S.C. 102(e)). 

Claims 1-22 are rejected under 35 U.S.C. 102(e) as being anticipated by Greene et al. 
(US Patent 6,303,303 Bl). 

The applied reference has a common assignee with the instant application. Based upon 
the earlier effective U.S. filing date of the reference, it constitutes prior art under 35 U.S.C. 
102(e). This rejection under 35 U.S.C. 102(e) might be overcome either by a showing under 37 
CFR 1 . 132 that any invention disclosed but not claimed in the reference was derived from the 
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inventor of this application and is thus not the invention "by another," or by an appropriate 
showing under 3 7 CFR 1.131. 

Greene et al. disclose methods of assigning base numbers to peaks within experimental 
DNA sequencing data traces wherein a corrected time scale for a reference sequence is identified 
and applied to the experimental trace. The methods of correcting the time scale uses second 
order, or higher, polynomial functions (columns 10-12) to create normalization coefficients. 
Each of the limitations of the rejected claims is set forth in Greene et al., including apparati for 
carrying out the methods. As such, Greene et al. anticipates the pending claims. 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed 

887 > 225 USPQ 645 (Fed - cir 1985 > ; In re Van 0rm ™> 686 

?™ *, J 61 (CCPA 1982); In r& Vogel > 422 R2d 438 > 164 USP Q 6 19 (CCPA 

1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1 . 1 30(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 

™ ter dlsclaimer signed by the assignee must fully comply with 37 

LrK 3.73(b). 

Claims 21 and 22 are rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claims 1-14 of U.S. Patent No. 6,303,303 Bl. 
Although the conflicting claims are not identical, they are not patentably distinct from each other 
because they appear to describe the same apparatus, having the same functions for the ; 



same 



purposes. 
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Conclusion 

No claim is allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mary K Zeman whose telephone number is (703) 305-7133 The 
Friday"* generaUy be reached between the hours of 7:00 am and 1 :00 pm Monday through 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Woodward, can be reached at (703) 308-4028. 

Official fax numbers for this Art Unit are: (703) 308-4242 (703) 872-9306 An 
unofficial fax number, direct to the Examiner is (703) 746 5279. Please call prior to use of this 
number. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the TCI 600 Receptionist whose telephone number is (703) 308-0196. 

mkz 
3/22/02 

' MARY K. ZEMAN 
PRIMARY EXAMINER 





